Doc Code: AP.PRE.REQ 



PTO/SB/33 (07-09) 
Approved for use through 07/31/2012. OMB 0651-0031 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
io persons are required to respond to a collection of information unless it displays a valid OMB control number. 



PRE-APPEAL BRIEF REQUEST FOR REVIEW 



Docket Number (Optional) 
2003P08062US 



I hereby certify that this correspondence is being deposited with the 
United States Postal Service with sufficient postage as first class mail 
in an envelope addressed to "Mail Stop AF, Commissioner for 
Patents, P.O. Box 1450, Alexandria, VA 22313-1450" [37 CFR 1.8(a)] 


Application Number 
10/673,846 


Filed 

09/29/2003 


nn 


First Named Inventor 






Sinnature 


Mark Bernard Hettish 








Art Unit 


Examiner 


Typed or printed 

name 


2161 


Kavita Padmanabhan 



Applicant requests review of the final rejection in the above-identified application. No amendments are being filed 
with this request. 



This request is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sheet(s). 
Note: No more than five (5) pages may be provided. 



□ 
□ 

□ 



applicant/inventor. 

assignee of record of the entire interest. 
See 37 CFR 3.71 . Statement under 37 CFR 3.73(b) is enclosed. 
(Form PTO/SB/96) 



/Randolph P. Calhoune/ 



Signature 

Randolph P. Calhoune 



Typed or printed name 



| ✓ | attorney or agent acting under 37 CFR 1 .34. 



Telephone number 

October 29, 2009 



NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required. 
Submit multiple forms if more than one signature is required, see below*. 



□ 



is required by 35 U.S.C. 132. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO 
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11, 1.14 and 41.6. This collection is estimated to take 12 minutes to 
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any 
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, 
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED 
FORMS TO THIS ADDRESS. SEND TO: Mail Stop AF, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2. 



Privacy Act Statement 



The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection 
with your submission of the attached form related to a patent application or patent. Accordingly, 
pursuant to the requirements of the Act, please be advised that: (1 ) the general authority for the 
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; 
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark 
Office is to process and/or examine your submission related to a patent application or patent. If you do 
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to 
process and/or examine your submission, which may result in termination of proceedings or 
abandonment of the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1 . The information on this form will be treated confidentially to the extent allowed under the 
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from 
this system of records may be disclosed to the Department of Justice to determine whether 
disclosure of these records is required by the Freedom of Information Act. 

2. A record from this system of records may be disclosed, as a routine use, in the course of 
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to 
opposing counsel in the course of settlement negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of 
Congress submitting a request involving an individual, to whom the record pertains, when the 
individual has requested assistance from the Member with respect to the subject matter of the 
record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the 
Agency having need for the information in order to perform a contract. Recipients of 
information shall be required to comply with the requirements of the Privacy Act of 1974, as 
amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in 
this system of records may be disclosed, as a routine use, to the International Bureau of the 
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal 
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to 
the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, 
General Services, or his/her designee, during an inspection of records conducted by GSA as 
part of that agency's responsibility to recommend improvements in records management 
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall 
be made in accordance with the GSA regulations governing inspection of records for this 
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not 
be used to make determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after 
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent 
pursuant to 35 U.S.C. 151 . Further, a record may be disclosed, subject to the limitations of 37 
CFR 1 .14, as a routine use, to the public if the record was filed in an application which 
became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspection or an 
issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, 
or local law enforcement agency, if the USPTO becomes aware of a violation or potential 
violation of law or regulation. 



Patent 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

) Confirmation No.: 3718 



Applicant: HETTISH 

Application No.: 10/673,846 

Filing Date: 9/29/2003 

For: METHOD AND SYSTEM FOR 
PROVIDING INFORMATION 
REGARDING AN IDENTITY'S 
TRUE AVAILABILITY 



Group Art Unit: 2161 

Examiner: Kavita Padmanabhan 

REASONS IN SUPPORT OF PRE- 
APPEAL BRIEF REQUEST FOR 
REVIEW 

Docket No.: 2003P08062US 



Mail Stop AF (via EFS) 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 



Applicant submits the following reasons in support of the Pre-Appeal Brief 
Request for Review filed herewith: 

Reasons begin on the following page of this paper. 



REASONS 



Applicant submits the following reasons as evidence of clear error in the 
outstanding final rejection of claims 1 - 7 and 15-17. 

Reconsideration is respectfully requested. 

Claims 1 - 7 and 15 - 17 were rejected under 35 U.S.C. 102(b) as being 
anticipated by Diacakis et al. U.S. Publication 2002/0116336, hereinafter "Diacakis". 
This rejection is traversed as outlined below. 

Applicant notes representative claim 1 relates to a method including interfacing 
an identity oriented context application that represents a context of an identity based on 
an availability or state of the identity with a device oriented context application that 
determines an availability or state of a device associated with the identity, where the 
identity is a person or a group of persons, determining, by said device oriented context 
application, a device oriented context for a specific device associated with the identity, 
wherein said device oriented context provides an availability status of said specific 
device, determining, by said identity oriented context application, an identity oriented 
context for said identity, wherein said identity oriented context provides an availability 
status of said identity, and determining an availability rule associated with said identity, 
the availability rule governing when or how the identity is available, when or how the 
identity can be contacted by other identities, how or when the identity can be contacted 
based on the identity oriented context of the identity, and how or when the identity can 
be contacted based on the device oriented context of the identity. The method of claim 
1 further includes determining, for a specific time, a true availability of said identity 
based, at least in part, on said determined device oriented context for said specific 
device associated with said identity, said determined identity oriented context and said 
determined availability rule at said specific time, and providing data indicative of said 
true availability of said identity. 

Applicant thus claims interfacing an identity oriented context application with a 
device oriented context application. The claimed identity oriented context application 
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represents a context of an identity based on an availability or state of the identity, 
whereas the claimed device oriented context application determines an availability or 
state of a device associated with the identity. That is, the claimed "identity oriented 
context application" is related or referenced (i.e., oriented) to an availability or state of 
an identity, whereas the claimed "device oriented context application" is related or 
referenced (i.e., oriented) to an availability or state of a device . 

Applicant notes that the availability of a device associated with the identity is 
provided by the device oriented context application, as stated in the Specification at 
paragraph [0024] where Applicant discloses, "[A]n identity may have one or more 
associated devices. ...Each device may have an associated device context. ... Context 
for a device may describe the work or non-work state, and/or the availability or non- 
availability state, that the device is in." 

Applicant respectfully notes claims 15 (reciting an article of manufacture) and 
claim 16 (reciting an apparatus) are worded similar to claim 1 regarding the claimed 
device oriented context application. 

Applicant respectfully submits that the cited and relied upon Diacakis does not 
disclose or suggest, at least, the claimed device oriented context application and 
mapping a new device oriented context to the identity oriented context. Applicant 
further submits the Office has clearly erred in asserting the cited and relied upon 
Diacakis does disclose these aspects. 

Applicant notes the Examiner maintains the rejection of the claims on the basis 
that Diacakis' disclosed presence and availability (P&A) management server 12 that is 
explicitly related to determining the presence and availability of an individual is 
equivalent to the claimed "device oriented context application", as stated in the Final 
Office Action dated July 29, 2009 (hereinafter, FOA) at pages 2-3. However, the 
Office's characterization of Diacakis is mistaken and factually unsupported by the 
Diacakis disclosure. 



2 



Applicant submits that Diacakis factually discloses a P&A management server 12 
that includes "a presence detection engine 18 and an availability management engine 
20". (Diacakis, para. [0024], In. 7-10) The presence detection engine 18 and the 
availability management engine 20 together form the P&A management server 12 and 
cooperate to provide the functionality of determining the presence and availability of an 
individual to the P&A management server 12. Applicant notes that Diacakis states 
throughout the entirety of its disclosure that the purpose and function of the disclosed 
methods and systems therein is to determine the presence and availability of an 
individual (i.e., identity or person). 

Applicant requests the Office to reference the Amendment and Response filed 
with the Office on September 29, 2009, at page 9, paragraphs 4 and 5 where Applicant 
discusses Diacakis, paragraphs [0026] and [0027] that explicitly defines the terms 
"presence" and "availability" in the context of "the ability of an individual to access a 
particular communications network" and "the willingness of an individual who is present 
on one or more communications networks to be reached by one or more persons", 
respectively. That is, both the presence detection engine 18 and the availability 
management engine 20 are explicitly defined by Diacakis in relation to, with reference 
to, and "oriented" to an individual. Neither the Diacakis defined presence detection 
engine 18 nor the availability management engine 20 are disclosed in relation to, with 
reference to, and "oriented" to a device. Therefore, it is clear that Diacakis fails to 
disclose or suggest the claimed aspect of "device oriented context application that 
determines an availability or state of a device associated with the identity". 

Applicant further submits that any attempt to expand the meaning of the terms 
"presence" and "availability" beyond the specific definitions provided by Diacakis would 
be impermissible, erroneous, and counter to the plain meaning and scope of the 
Diacakis reference. 

Diacakis' presence detection engine 18, as explicitly disclosed and defined by 
Diacakis, provides a presence of an individual . The fact that the individual may be 
present on a network or a device does not alter the fact that Diacakis provides a 
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presence of the individual. It is the presence of the individual that is determined by 
Diacakis, not the presence or availability of the network or device. (See Diacakis, 
paragraphs [0038] and [0040]) Based on the explicit disclosure of Diacakis, it is clear 
that the Diacakis P&A server 12 determines the presence of an individual based on the 
presence detection engine's determination of the individual's presence on a network 
and the availability management engine's determination of the individual's availability 
based on the individual's presence information from presence engine 18 and additional 
information about the individual . Without question, Diacakis' presence detection engine 
18 provides presence information about the individual . The presence information about 
the individual from the presence detection engine 18 is used by the availability 
management engine 20, in combination with the individual's rules and preferences, to 
determine the individual's availability. The individual's rules and preferences may 
determine or control how the individual's presence information from the presence 
detection engine is classified or characterized. 

Therefore, it is seen that both the presence detection engine 18 and the 
availability management engine 20 using individual presence information from the 
presence engine 1 8 relate to a presence (i.e., the ability of an individual to access a 
particular communications network) and availability of an individual . 

Contrary to the assertions in the FOA, there is no disclosure or suggestion that 
the asserted Diacakis presence detection engine 18 is the same as, analogous to, or 
equivalent to the claimed "device oriented context application that provides an 
availability of a device". 

Applicant reiterates Diacakis provides numerous examples of the presence 
detection engine 18 providing the individual's presence on different networks. Applicant 
incorporates the arguments of record related to Diacakis' extensive disclosed examples 
of the identity (i.e., individual) oriented application therein - the presence detection 
engine 18. Accordingly, Applicant will not repeat the citations to Diacakis at 
paragraphs, [0034], [0038], and [0040] - [0044]. 
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Applicant submits that both the presence detection engine 18 and the availability 
management engine 20 disclosed by Diacakis relate to the presence and availability of 
an individual . No availability of a device is disclosed as being determined by Diacakis. 
That is, Diacakis fails to disclose or even suggest the claimed device oriented context 
application. 

Applicant respectfully submits that claims 1,15, and 16 are not anticipated by 
Diacakis. Applicant further submits that claims 2-7 and 1 7 are also patentable over 
Diacakis for depending from an allowable base claim. 

Therefore, Applicant respectfully requests the reconsideration and withdrawal of 
the rejection of claims 1-7 and 15-17 under 35 USC 102. 



CONCLUSION 

Accordingly, Applicant respectfully requests allowance of the pending claims. If 
any issues remain, or if the Examiner has any further suggestions for expediting 
allowance of the present application, the Examiner is kindly invited to contact the 
undersigned via telephone at (203) 972-5985. 

Respectfully submitted, 



/Randolph P. Calhoune/ 
Randolph P. Calhoune 
Registration No. 45,371 
(203) 972-5985 

SIEMENS CORPORATION 
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Intellectual Property Department 
1 70 Wood Avenue South 
Iselin, New Jersey 08830 

Attn: Elsa Keller, Legal Department 
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October 29. 2009 
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